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Arguments in Support of Pre- Appeal Brief Request for Review 
Application No: 10/568,303 
Art Unit: 1626 

ARGUMENTS IN SUPPORT OF PRE-APPEAL BRIEF REQUEST FOR REVIEW 
1. Applicant's Claimed Invention 



Claim 75 of the present application concerns "...a homopolymer comprising repeating 
monomers consisting of the following structure: 




II. The New Matter Rejection Should Be Withdrawn 

In response to the previous Office Action, Applicant amended claim 75 to include the 
recitation of "wherein the polymer is a homopolymer comprising repeating monomers consisting 
of the following structure." According to the Examiner, this amendment constitutes "new 
matter." In support of this rejection, the Examiner states that "[t]he original specification does 
not disclose homopolymers which comprise repeating monomers selected from the structures in 
claim 75." The Examiner also cites to the definition of polymer provided at paragraph [0057] of 
Applicant's specification as further support of this rejection. 

Applicant disagrees with both of these points. The following provides detailed 
explanations confirming Applicant had possession of the homopolymers in claim 75 at the time 
the application was filed. See MPEP § 2163(II)(A)(3)(a). 

Each aspect of amended claim 75 is explicitly provided in the specification except for a 
literal reference to the term "homopolymer." A skilled artisan, however, would clearly 
understand that Applicant was in possession of the claimed homopolymers at the time the 
application was filed. See Martin v. Johnson, 454 F.2d 746, 751 (CCPA 1972) (stating "the 
description need not be in ipsis verbis [i.e., 'in the same words'] to be sufficient"). 
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For instance, the polymers described at paragraphs [0028]-[0033] of the specification 

have repeating identical monomeric units and are therefore homopolymers by definition. The 

following passages from the specification illustrate this: 

[00291 In a first particular embodiment, the present invention relates to a 
2,7-<»rbazoienevinylene-based polymer having the fonnula: 



[0029] wherein "n" Is an integer ranging from 5 to 1 00. 

[OOSCQ In a second particular embodiment, the present invention relates to a 
2,7-carbazolenevinylene-based polymer having the fonnula: 



[00313 wherein "n" is an integer ranging from 5 to 100. 

[0032! In a ttiird particular embodiment, the present invention relates to a 
2.7-carbazoIenevinyiene^ased polymer having the fonnula: 



CaHwO 



[0033] wrtiereln "n" Is an integer ranging from 5 to 1 00. 
The above homopolymers fall within the scope of claim 75. See also Figure 4. 

Additionally, Example 7 of the specification provides a non-limiting synthesis of the 
homopolymer illustrated in paragraph [0028] of the specification. Applicant respectfully notes 
that the only monomer in the reaction medium in Example 7 is compound 12, which is the 
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monomeric unit of the homopolymer identified in paragraph [0028] (i.e., Poly(N-(2-ethylhexyl)- 
2,7-carbazolenevinylene) (PCV)). Examples 8-9 of the specification provide support for the 
homopolymer identified in paragraph [0030]. Example 10 of the specification provides support 
for the homopolymer identified in paragraph [0032]. In addition to the specification, claims 79, 
82, 85, and 103-105 illustrate graphically such homopolymers, with the only distinction being 
that that R' remains generic in claims 75 and 103-105. Polymerization of only one monomer 
necessarily results in a homopolymer. 

Further, the Examiner's use of the specification's definition of "polymer" to support her 
position actually support's Applicant's position. In particular, and as correctly noted by the 
Examiner, the definition of polymer at paragraph [0057] of the specification says that the 
polymers "may" comprise different monomers. "May" clearly indicates this an optional 
embodiment, thus contemplating that the polymers may also not comprise different monomers. 
Thus, of the two choices - homo- or heteropolymers - the specification clearly contemplates 
both. Furtiier, and as already explained, the specification and corresponding examples provide 
specific support for polymers that have repeating monomeric units, which are necessarily 
homopolymers. 

In sum, science and common sense would inevitable lead a person of ordinary skill in the 
art to conclude that Applicant had possession of the claimed homopolymers at least by the time 
that the application was filed. Applicant requests that the new matter rejection be withdrawn for 
at least the above-stated reasons. 

III. The Anticipation Rejection Should Be Withdrawn 

Claims 75-78 are rejected under 35 U.S.C. § 102(b) as being anticipated by Chen et al. 
Applicant disagrees. As noted in Section A above, claim 75 concerns "...homopolymer 
comprising repeating monomers consisting of the following structure: 
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By comparison, Chen et al. discloses a polymer having the following monomeric unit: 



A simply visual comparison of the monomeric units claimed by Applicant and the one 
disclosed in Chen et al. confirms that the Chen et al. structure is quite distinct — i.e., it does not 
disclose Applicant's monomer "as arranged in the claim." See Richardson v. Suzuki Motor Co., 
886 F.2d 1226, 1236 (Fed. Cir. 1989) (explaining that an anticipatory reference must disclose 
every aspect of the claimed invention "as arranged in the claim."). That is, it does not clearly 
and unequivocally disclose the claimed compound. Indeed, the only way that the Examiner can 
show that the Chen et al. compound discloses the monomers in claim 75 is to (1) segment the 
compound into two compounds and (2) ignore one of the compounds (in particular, the 
anthracene portion). The problem with this approach is two-fold. First, Chen et al does not 
state that its compound is to be segmented into two compounds. Second, such an approach 
violates the basic tenets of a valid anticipation rejection. See, e.g.. In re Arkley, 455 F.2d 586, 
587 (CCPA) (explaining that an anticipatory reference must "clearly and unequivocally disclose 
the claimed compound or direct those skill in the art to the compound without any need for 
picking, choosing, and combining various disclosures...."). 

Applicant request's that the current anticipation rejection be withdrawn in view of the 
above-stated reasons. 
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IV. Written Description and Indefiniteness Rejections 

Claims 75-85 and 103-105 are rejected under 35 U.S.C. § 112, first and second 
paragraphs, for allegedly lacking written description and being indefinite. Applicant disagrees. 
As argued above in Section II, claim 75 is fiilly supported by the specification. 

As for indefiniteness, the Examiner appears to take the position that use of "comprising" 
in conjunction with "polymer" is inherently indefinite due to the possibility of other monomers 
being included in the claimed polymer. If this is the Examiner's position, then the natural 
consequence would be that all claims in all patents using the term "comprising" in conjunction 
with a chemical structure are indefinite. Case law and the MPEP, however, confirm that this is 
not the case. See MPEP § 2173.05(t) ("A claim to a chemical compound is not indefinite merely 
because a structvire is not presented or because a partial structure is presented."). 

In any event, the fact that the Examiner may be concerned that "the specification fails to 
disclose all of the various types of monomer units that could be present in the polymer" is of 
little consequence to the issue of indefiniteness imder the present fact situation. See MPEP 
2173.04 (explaining that "[b]readth of a claim is not to be equated with indefiniteness"). What 
the specification discloses is specific homopolymers that are encompassed by claim 75. 

Further, the claims provide specific monomeric structures that make up the claimed 
homopolymers. Therefore, the scope of claim 75 is clear. See MPEP 2173.04 ("If the scope of 
the subject matter embraced by the claims is clear, and if applicants have not otherwise indicated 
that they intend the invention to be of a scope different firom that defined in the claims, then the 
claims comply with 35 U.S.C. 1 12, second paragraph."). 

Applicant requests that the written description and indefiniteness be withdrawn for at 
least the above-stated reasons. 
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